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REMARKS 

Claims 1-72 remain pending in this application. Claims 1-3, 9-37 and 43- 
72 have been withdrawn from consideration. Claims 4-8 and 38-42 are rejected 
under 35 U.S.C. §102(e) as being anticipated by Utyashev et al. (U.S. Pat. No. 
6,718,809). In addition, Claims 4, 8, 38 and 42 are rejected under 35 U.S.C. 
§102(a) as being anticipated by Nakamura (JP 2001-321825). Claims 4 and 38 
are amended herein to clarify the invention in order to distinguish from the cited 
prior art and address matters of form unrelated to substantive patentability issues. 

In regard to anticipation, MPEP §2131 states that "[a] claim is anticipated 
only if each and every element as set forth in the claim is found, either expressly 
or inherently described, in a single prior art reference." citing Verdegaal Bros. v. 
Union Oil Co. of California, 814 F.2d 628, 631, 2 USPQ2d 1051, 1053 (Fed. Cir. 
1987). The MPEP elaborates further by saying that "[t]he elements must be 
arranged as required by the claim." In regard to obviousness, the MPEP §2143 
states that "there must be some suggestion or motivation, either in the references 
themselves or in the knowledge generally available to one of ordinary skill in the art, 
to modify the reference." The applicant respectfully avers that the claims as 
amended are neither anticipated nor rendered obvious in view of the cited art. 
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In claims 4 and 38, language has been added to more specifically recite how 
the low deformation resistance region is formed or structured. The low 
deformation resistance region is not simply formed by locally heating it, but by 
additionally cooling areas immediately adjacent to the low deformation resistance 
region. In Utyashev and Nakamura there is no disclosure of a metal body or a 
method of forming a metal body with a low deformation resistance region that is 
formed by cooling areas around the low deformation resistance region. Thus not 
every element as arranged in the present claims is found in the cited prior art. 

Furthermore, this distinction from the prior art is not an inference or 
creative step that a person having ordinary skill in the art would employ; it is 
actually anti-intuitive. The use of cooling mechanisms adjacent to the heating 
mechanisms requires more energy to be expended to sufficiently heat the low 
deformation resistance region, in order to compensate for the additional heat 
energy that will be conducted into the adjacent cooled areas. Thus the claims as 
amended are neither anticipated nor rendered non-obvious by the cited prior art. 

In light of the foregoing, the application is now believed to be in proper form 
for allowance of all claims and notice to that effect is earnestly solicited. 
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If there is any fee due the USPTO is hereby authorized to charge such fee 
to Deposit Account No. 10-1250. 



Respectfully submitted, 
JORDAN AND HAMBURG llp 

By ^iP^U/Jtt fn^ArtA 
C. Rrnce Hamhnrp O 
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Jordan and Hamburg llp 
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'C. Bruce Hamburg 
Reg. No. 22,389 
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